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Office Action Summary 



Application No. Applicant(s) 

09/298,160 Custer etal. 



Examiner 

Allan Olsen 



Group Art Unit 
1746 



imin 



iEl Responsive to communication(s) filed on Aug 10, 2000 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire / month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned, (35 U.S.C § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 1^ is/are pending in the application. 

Of the above, claim{s) is/are withdrawn from consideration. 

□ Claim(sj is/are allowed. 

Kl Ciaim(s) is/are rejected. 

□ Claim{s) is/are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qipproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acicnowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

*Certified copies not received: • 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

Kl Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Response to Amendment 



1 . The reply filed on 8/10/2000 is not fully responsive to the prior Office action because of 
the following omission(s) or matter(s): the amendment amounts to a shift in the invention. The 
invention of original presentation was directed to a method of preparing a liquid. Had the 
amendment filed 8/10/2000 been entered, the claimed invention would be directed to both a 
method of preparing a liquid and the semiconductor process using the liquid. 

The (<«MBB9tB0^ amendment provokes U.S.C 35 1 12 and 35 U.S.C. 101 issues. 35 
U.S.C. 1 12, second paragraph applies because it is unclear if the invention is a method of 
preparing a liquid or the invention is a "semiconductor process". In addition, claim 1 recites 
"employing the liquid" and thereby provides for the use of the liquid but the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. Likewise, 35 U.S.C. 101 comes into 
play because the claimed recitation of a use, without setting forth any steps involved in the 
process, results in an improper definition of a process, i.e., resuhs in a claim which is not a proper 
process claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



See 37 CFR 1.111. Since the above-mentioned reply appears to be bona fide, applicant is given a 
TIME PERIOD of ONE (1) MONTH or THIRTY (30) DAYS fi-om the mailing date of this 
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notice, whichever is longer, within which to supply the omission or correction in order to avoid 
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 
37 CFR 1.136(a). 



2. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patent 5,931,722 (Ohmi et al.) Is directed to a CMP process in which the slurry is 
degassed and becomes regassified during the polishing process. 

3. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Allan Olsen whose telephone number is (703) 306-9075. The examiner can 
normally be reached on Monday through Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Randy Gulakowski, can be reached on (703) 308-4333. The fax phone number for this Group is 
(703) 305-7719. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0661 . 



Conclusion 



Allan Olsen, Ph.D. 
September 22, 2000 




RANDY GULAKOWSKI 
SUPERWSORY PATBIT EXAMINER 
TECHNOLOGY CaiTH? 1700 



